
 
 
 
March 23, 2020 

Via Email 
 
The Honorable Andrei Iancu 
Director, U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
PTAB_Decision_Nomination@uspto.gov  

Re: Request to Designate Certain Board Decisions as Precedential 
 

Dear Director Iancu:  

We write to nominate two decisions of the Patent Trial and Appeal Board to be designated as 
precedential under Standard Operating Procedure 2 (rev. 10), § III: 

• Ex parte Olson, Appeal 2017-006489 (designated Informative July 1, 2019) 

• Ex parte Fautz, Appeal 2019-000106 (designated Informative July 1, 2019). 

A copy of both decisions is enclosed with this letter.  In each decision, the Board reversed a 
rejection based on 35 U.S.C. § 101. And in each decision, the reversal was based on a proper 
application of the 2019 Revised Patent Subject Matter Eligibility Guidance, 84 Fed. Reg. 50 
(Jan. 7, 2019) (hereinafter “Guidance”).  Because proper application of the Guidance is 
important to ensure uniformity in examination, making these decisions precedential will promote 
both consistency among Board panels and a greater awareness of the decisions within the 
Examining Corps. 

The claims at issue in each of these decisions involve medical inventions. The need for 
ongoing medical discovery and innovation in the life sciences has been highlighted by the recent 
outbreak of the COVID-19 pandemic—the very novelty of which will require innovation that 
should not be inhibited by a misapplication of Section 101. Designating these decisions as 
precedential will reduce the likelihood that Section 101 will be misapplied and, in turn, will 
promote innovation in the life sciences and encourage a robust response to public health 
challenges like the COVID-19 pandemic. 

Turning to the specifics of each case and why each deserves precedential designation, the 
claims in Olson were directed to a catheter navigation system and method. The claims recited 
mathematical equations used in the claimed system and methods that reduced registration errors 
in a 3D imaging system resulting in improved catheter placement in a patient. The Board’s 
decision applied Revised Step 2A (Prongs 1 and 2) of the Guidance to the claims. In its 
application of Prong 1, the Board recognized that the claims recited mathematical formulae, but 
found this situation analogous to (and governed by) the use of the Arrhenius equation in a 
method to cure rubber that the Supreme Court found to be patent-eligible subject matter in 
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Diamond v. Diehr, 450 U.S. 175 (1981).  The decision also cites Federal Circuit precedent from 
Thales Visionix Inc. v. U.S., 850 F.3d 1343 (Fed. Cir. 2017), which held patent-eligible certain 
claims using mathematical formulae for determining the orientation of an object relative to a 
moving reference frame.  Regarding Step 2A, Prong 2, the Board in Olson found that the claims 
recited additional limitations that applied the results of the mathematical formulae to achieve the 
claimed result, i.e., reduce errors in catheter placement by accounting for patient-specific non-
linearities and inhomogeneities in catheter navigation, again finding similarities to how the 
Arrhenius equation was used in Diehr. In addition, the Board held that, where the claims were 
eligible under Revised Step 2A, there was no reason to reach the questions in Revised Step 2B. 

The Olson decision thus provides an important clarification on the proper application of the 
Guidance. The need for such clarification is evident from the Examiner’s rejection, and the 
opinion provides appropriate blazemarks for both Examiners and the Board in applying the 
Guidance in light of this decision. While the Office has already implicitly recognized the 
importance of Olson by having designated it as “informative” in July 2019, a “precedential” 
designation would give the decision additional weight and ensure that it serves as “binding Board 
authority in subsequent matters involving similar facts or issues.”  Standard Operating Procedure 
2 (rev. 10), § III.D.  Accordingly, a precedential designation would signal to all Office personnel 
a requirement to apply the Guidance in the manner applied by Olson when encountering 
similarly structured claims (i.e., that recite mathematical formulae). Moreover, a consistent 
application of Olson would include a need not to reach Revised Step 2B if the claimed invention 
is deemed eligible under Revised Step 2A, thereby increasing examination efficiency and 
guarding Office personnel from going astray on the basis of an unnecessary Revised Step 2B 
analysis. 

In Fautz the invention was directed to magnetic resonance tomography (MRT) and methods 
for performing MRT using the apparatus. The claims recited three mathematical formulae and 
four calculations that use those formulae. The Board recognized in applying Revised Step 2A, 
Prong 1 that the claims recited a judicial exception, but applied Revised Step 2A, Prong 2 to 
conclude that the mathematical formulae and calculations using those formulae were integrated 
into a practical application. Analogous to the circumstances in the Federal Circuit’s Thales 
decision, the invention in Fautz used the formulae and calculations to improve sensitivity 
correction in surface coils used in MRT. The result of this use was improved images 
reconstructed from the tomography. And, as in Olson, the Board in Fautz did not need to reach 
the Revised Step 2B question regarding whether there were additional elements recited in the 
claim that amounted to significantly more than the judicial exception. 

The Fautz decision, like Olson, provides needed clarification on how to apply the Guidance, 
specifically with regard to certain apparatus claims. Using mathematical formulae (e.g., in the 
form of algorithms) to direct the performance of an apparatus is increasingly common, and this 
use can result in improved performance of such devices.  Improper application of Revised Step 
2A, resulting in rejection of claims reciting such algorithms can retard innovation in this area 
and, as explained in Fautz, is an unnecessary extension of Supreme Court and Federal Circuit 
precedent. This decision deserves to be designated as precedential to ensure that both the Board 
and the Examining Corps apply the Guidelines in the manner applied by Fautz in subsequent 
matters involving similar facts or issues, including where the claims integrate a mathematical 
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concept into a practical application under Revised Step 2A, Prong 2.  And, like Olson, the Fautz 
decision has the additional benefit of informing Office personnel when they need not reach 
Revised Step 2B. 

We are aware of no other Board decision that is in conflict with the nominated decisions. 

We submit this letter as citizens concerned about the proper and efficient functioning of the 
U.S. patent system and not on behalf of any client. 

About the Naples Roundtable 

The Naples Roundtable, Inc. is a 501(c)(3) non-profit organization whose primary mission is 
to explore ways to improve and strengthen the U.S. patent system. To achieve this goal, the 
Naples Roundtable supports the advanced study of both national and international intellectual 
property law and policy. The Naples Roundtable fosters the exchange of ideas and viewpoints 
among world-leading intellectual property experts and scholars. It also organizes conferences 
and other public events to promote the development and exchange of ideas to improve and 
strengthen the U.S. patent system. More information is available at 
www.thenaplesroundtable.org. 

 

Respectfully submitted, 

 

Gary Hoffman 
President 
The Naples Roundtable, Inc. 
 

 

Kevin E. Noonan, Ph.D. 
Partner 
McDonnell Boehnen Hulbert & Berghoff LLP 
 

 
Andrew Baluch 
Chair of Amicus Committee 
The Naples Roundtable, Inc. 
 

 

Teresa Summers 
Treasurer 
The Naples Roundtable, Inc. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

Ex parte ERIC S. OLSON, ERIC J. VOTH, 
and JEFFREY A. SCHWEITZER 

Appeal2017-006489 
Application 11/715,923 1

Technology Center 3777 

Before JEFFREY N. FREDMAN, CHRISTOPHER G. P AULRAJ, and 
JAMES A. WORTH, Administrative Patent Judges. 

P AULRAJ, Administrative Patent Judge. 

DECISION ON APPEAL 

STATEMENT OF THE CASE 

Appellants appeal under 35 U.S.C. § 134(a) from the Examiner's non

final rejections of claims 7-13, 40, and 41 as set forth in a Non-Final Office 

Action and modified in the Examiner's Answer. Non-Final Office Action 

(Aug. 24, 2016) ("Non-Final Act."); Examiner's Answer (Jan. 26, 2017) 

1 According to Appellants, the real party in interest is St. Jude Medical, 
Atrial Fibrillation Division, Inc., the assignee of record. Appeal Brief 

("Appeal Br.") 2. 



























 
 
 
 

 

 

 

 

 
Ex parte Fautz 



UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

Ex parte HANS-PETER PAUTZ 

Appeal 2019-000106 

Application 14/326,661 
Technology Center 2800 

Before MELISSA A. RAAP ALA, Acting Vice Chief Administrative Patent 
Judge, ALLEN R. MacDONALD and JASON M. REPKO, Administrative 
Patent Judges. 

REPKO, Administrative Patent Judge. 

DECISION ON APPEAL 

STATEMENT OF THE CASE 

Appellant 1 appeals under 35 U.S.C. § 134(a) from the Examiner's 

rejection of claims 1 -9. App. Br. 4.2 We have jurisdiction under 35 U.S.C. 

§ 6(b ). We reverse. 

1 According to Appellant, the real party in interest is Siemens 
Aktiengesellschaft. App. Br. 1. 
2 Throughout this opinion, we refer to the Final Office Action ("Final Act."), 
mailed July 26, 2017; the Appeal Brief ("App. Br."), filed February 20, 
2018; the Examiner's Answer ("Ans."), mailed August 3, 2018; and the 
Reply Brief ("Reply Br."), filed October 3, 2018. 
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