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Attachment - 95

 
United States Patent and Trademark Office (USPTO)

Office Action (Official Letter) About Applicant’s Trademark Application

 
U.S. Application
Serial No. 88846322

 

Mark:  PUMA
TOKYO 2021

 

 

 

 

Correspondence
Address: 
ANNE E.
NAFFZIGER

LEYDIG, VOIT &
MAYER, LTD.

THE ATRIUM
BUILDING, 1981 N.
BROADWAY

SUITE 375

WALNUT CREEK,
CA 94596-8213

 
 

Applicant:  PUMA
SE

 

 

 

Reference/Docket
No. 513105

 

Correspondence
Email Address: 

 
trademark@leydig.com

 

 

 

NONFINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be abandoned. 

Respond using the Trademark Electronic Application System (TEAS).  A link to the appropriate TEAS response form appears at the end of this
Office action. 

 

Issue date:  April 24, 2020

 

The referenced application has been reviewed by the assigned trademark examining attorney.  The applicant must respond timely and completely
to the issues below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

SUMMARY OF ISSUES:

Section 2(d) Refusal – Likelihood of Confusion
Section 2(a) Refusal – False Suggestion of a Connection
Identification of Goods (As to Certain Wording in International Class 28)

../OOA0096.JPG
https://www.uspto.gov/trademarks-application-process/abandoned-applications


 

Section 2(d) Refusal – Likelihood of Confusion

Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in U.S. Registration Nos. 4662320 and
5216935.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the attached registrations.

 

The applicant has applied to register the proposed mark PUMA TOKYO 2021 for “ athletic bags and drawstring pouches; all-purpose carrying
bags; all-purpose sports bags; drawstring sports pouches; handbags; duffel bags; backpacks; school bags; shoulder bags; umbrellas,” in
International Class 18;  “ clothing, namely, sports and leisure suits, training suits, warm-up suits, all- weather suits, rainwear, pullovers, jerseys,
jackets, sweatshirts, shorts, pants, T-shirts, tops, skirts, socks, wristbands, athletic uniforms, sweaters, cardigans, wraps, cover-ups, coats,
dresses, blouses, underwear, tank tops, trousers, tights, bathing suits, neckerchiefs, scarves, belts; footwear, namely, sports and leisure shoes;
headwear, namely, hats, caps, sun visors, toques, beanies, hoods, headbands,” in International Class 25; and “ balls for games, namely,
basketballs, soccer balls, footballs, volleyballs, handballs, tennis balls, golf balls and table tennis balls; shin guards for athletic use, knee guards
for athletic use, elbow guards for athletic use, and ankle guards for athletic use; gloves made specifically for use in playing sports, namely,
boxing, fencing, soccer, golf and swimming; tennis rackets, cricket bats, golf clubs, hockey sticks, table tennis rackets, badminton rackets and
squash rackets and parts thereof, in particular grips, strings, grip and lead tape; bags for sports equipment, specially designed for the objects to
be carried therein; specially adapted bags and shaped covers for tennis rackets, table tennis rackets, badminton rackets, squash rackets, cricket
bats, golf clubs and hockey sticks; table tennis tables and nets; nets for sports; start and finish banners for use at athletic and running events;
straps and ribbons for use as athletic field markers and dividers; banners and nets for use as athletic field dividers,” in International Class 28.

 

The cited registered marks are as follows:

 

TOKYO 2020 (U.S. Reg. No. 4662320) for a wide variety of goods and services, including, “ coins, ingots and medals in precious
metals or in their alloys, commemorative or not; jewelry, precious stones; horological and chronometric instruments, lapel pins,” in
International Class 14;  “ Belts, neckties; suspenders; bandannas; beach sandals; infant and toddler sleep wear; bathrobes, nightshirts, pajamas
and lounge wear; beach cover-up dresses; toddler short and top sets; girls knit dresses with pants sets; boys shorts and top sets; girls skirt/panty
combinations; socks; plays suits; coveralls; union suits; collarless shirts; shorts; pants and slacks; shirts; jackets; judges, team, referee and
umpire uniforms; sweaters; parkas; turtlenecks; mittens; gloves; underwear; rompers; jerseys; maternity tops; bow ties; head wear and scarves;
ear muffs, ear bands and headbands; hosiery; rain wear, namely, rain ponchos and jackets; footwear, namely, shoes, boots and slippers; bath
thongs; hats; caps; visors; aprons; ski and cloth bibs; team uniform reproductions, comprising of jerseys featuring reproductions of professional
athletic team logos; canvas footwear; knickers; wind-resistant jackets; T-shirts; sweatshirts; sweat pants; baseball caps; coats; pullovers; one-
piece ski suits; golf shirts and hats; blazers; leg warmers; sequined evening tops; jeans; leotards; workout and sports apparel, namely, shorts,
jackets, slacks and skirts; ski masks and ski gloves; sailing gloves,” in International Class 25; “ Dissemination of advertising matter via all
media, namely, in the form of thematic messages centered on human values; promotion of products and services of third parties through
sponsoring arrangements and license agreements relating to international sports' events; business management; business administration;
providing office functions; promoting the goods and services of others by means of contractual agreements, namely, arranging for sponsors to
affiliate their goods and services with an awards program, a sports competition and sporting activities and licensing agreements relating to
international sports' events to enable partners to gain additional notoriety and/or image derived from those of cultural and sporting events, in
particular international sporting events; promoting the goods and services of others by means of image transfer, namely, making the partners'
products and services benefit from the notoriety and attractiveness of sporting events and competitions; rental of advertising space of all kinds
and on all carriers, digital or not; business management services, namely, administration of competitions for the participation of national teams
to an international athletic competition, and promoting the support to said teams with the public and the concerned circles by means of
promotional campaigns in the media; inventory control services; consultation in the field of inventory control services; business acquisition
integration services; direct marketing advertising for others featuring database marketing; consultation in the field of direct marketing
advertising for others featuring database marketing; business reorganization consulting services; truck and automobile fleet management
services, namely, voyage reporting and invoicing via a global computer network; consultation in the field of truck and automobile fleet
management services; business administration consulting services; operation and management of power plants of others; consultation in the
field of operation and management of power plants, business services, namely, the administration of repair and services contracts, supply chain
management and consulting services in the areas of chemical product and service sourcing and procurement, product inventory and supply
management and cost; consulting, marketing, cost and pricing analysis relating to electrochemical liquid purification units for use in the
industrial sector; administrative, commercial and technical computerized file management; data entry and data processing services; consultancy
in computerized database and file management; the bringing together, for the benefit of others, of a variety of goods and services, enabling
customers to conveniently view and purchase those goods and services from an Internet web site particularly specializing in the marketing of the
sale of goods and services of others; business information, commercial information agencies, rental of photocopying machines; promoting the
sale of goods and services of others by means of advertisements, promotional contests, discounts and incentives in the nature of sweepstakes,
rebates, reward points, and value added offers generated in connection with the use of payment cards; the provision of documentation, namely,
direct mail advertising, dissemination of advertising matter, distribution of samples, document reproduction; advertising regarding commercial
sales promotion of goods and services at the retail level; providing consumer product information regarding purchase of goods and services on-
line via the Internet and other computer networks; advertising services namely, advertising for transport, travel, hotels, lodging, food and meals,
sports, entertainment and sightseeing, for tourist agencies services; consultation in the field of data processing, in particular, in regard to
financial transactions,” in International Class 35;  “ Organizing international community sporting events, television show production in the field
of sporting entertainment; organization of lotteries; betting and gambling services relating to or in conjunction with sport; organization of
international community sporting events; organization of sporting competitions, namely, aquatics, archery, athletics, badminton, basketball,
boxing, canoe/kayak, cycling, equestrian, fencing, football, golf, gymnastics, handball, hockey, judo, modern pentathlon, rowing, rugby, sailing,



shooting, table tennis, tae kwon do, tennis, triathlon, volleyball, weightlifting and wrestling, competitions; management of sporting facilities,
namely, providing sports facilities; rental of audio and video equipment; production and distribution of motion picture films; production of video
tapes and audio sounds recordings; rental of films and video tapes and sounds recordings; rental of interactive education and entertainment
videotapes in the field of sports; production of radio and television programs featuring coverage of sports and sporting events; radio and
television program and video tape production services; production of animated motion picture films; production of animated television
programs; seat booking services for shows and sporting events; timing of sports events; on-line gambling services; providing of games over the
Internet, namely, on-line computer games; providing of raffle services in the nature of a lottery; providing information relating to sports
entertainment and education, provided on-line from a computer database or the Internet; electronic games services provided by means of the
Internet, namely, providing on-line computer games; providing on-line electronic publications, namely, publication of electronic magazines and
newspapers; publication of electronic books, reviews, journals, magazines, texts other than publicity texts; on-line publication of electronic
books, reviews, journals, magazines, texts other than publicity texts; providing non-downloadable digital music on the Internet via a global
computer network; providing non-downloadable digital music by means of MP3 Internet web sites on a global computer network; providing
sport records and statistical information in connection with sports and sporting events; leasing of recorded sound and images, namely, audio,
video and photographic archives relating to sport competitions and related events, audio production services; providing information in the field
of sports, namely, providing sporting results; providing information related to sporting events provided on-line from a computer database or
from the Internet; music publishing and production services; providing non-downloadable digital music, namely, music from the opening and
closing ceremonies of international sporting events, via the Internet; providing statistical information in relation to sports results and audience
ratings for sports competitions; booking of seats for shows and cinema presentations; entertainment information; film production; entertainment
services in the nature of theatre productions; providing golf facilities; health club services, namely, providing instruction and equipment in the
field of physical exercise; sport camp services; presentation of live show performances; movie theatres; organization of cultural shows; holiday
camp services; movie studios; news reporters services; providing on-line non-downloadable publications, in the nature of books, magazines,
reviews in the field of sports; provision of educational material, namely, development and dissemination of educational materials in the area of
financial literacy; information services in the tourist field, namely, ticket reservation information in the nature of providing information
concerning ticket reservations for shows and other entertainment events entertainment; information services in the tourist field, namely,
entertainment information services; information services in the tourist field, namely, providing activity scheduling information services for
sports, culture and other entertainment events; services in regard to entertainment for the assistance of tourists, namely, tourist assistance
services in the nature of activity scheduling for sporting, cultural and other entertainment events; tourist reservation services, namely, ticket
reservation services for sporting, cultural and other entertainment events; tourist reservation services, namely, ticket reservation services for
sporting, cultural and other entertainment events,” in International Class 41.

 

TOKYO 2020 & design (U.S. Reg. No. 5216935) for a wide variety of goods and services, including, “ coins, ingots and medals in
precious metals or in their alloys, commemorative or not; jewelry, precious stones; horological and chronometric instruments, lapel pins,” in
International Class 14; “ knapsacks made of leather; all-purpose sports bags made of leather; leather back packs; leather tote bags; leather
handbags; leather draw-string bags; leather purses; leather wallets; leather credit card cases; briefcase-type leather business folders; leather
brief cases; attaché cases of leather; garment bags for travel; leather gym bags; all-purpose sports gear carrying bags made of leather;
umbrellas; luggage trunks for traveling; parasols; walking sticks; whips, harnesses; saddlery; leather barrel bags; leather fanny backs; leather
dog leashes; travel bags and shoe bags for travel; leather duffel bags; suit bags for travel; leather school bags; leather gym bags shaped to fit
into footlockers; leather pet collars,” in International Class 18; “ Belts, neckties; suspenders; bandannas; beach sandals; infant and toddler sleep
wear; bathrobes, nightshirts, pajamas and lounge wear; beach cover-up dresses; toddler short and top sets; girls knit dresses with pants sets;
boys shorts and top sets; girls skirt/panty combinations; socks; plays suits; coveralls; union suits; collarless shirts; shorts; pants and slacks;
shirts; jackets; judges, team, referee and umpire uniforms; sweaters; parkas; turtlenecks; mittens; gloves; underwear; rompers; jerseys;
maternity tops; bow ties; head wear and scarves; ear muffs, ear bands and headbands; hosiery; rain wear, namely, rain ponchos and jackets;
footwear, namely, shoes, boots and slippers; bath thongs; hats; caps; visors; aprons; ski and cloth bibs; team uniform reproductions, comprising
of jerseys featuring reproductions of professional athletic team logos; canvas footwear; knickers; wind-resistant jackets; T-shirts; sweatshirts;
sweat pants; baseball caps; coats; pullovers; one-piece ski suits; golf shirts and hats; blazers; leg warmers; sequined evening tops; jeans;
leotards; workout and sports apparel, namely, shorts, jackets, slacks and skirts; ski masks and ski gloves; sailing gloves,” in International Class
25; “ Games and playthings, namely, dolls and stuffed toy animals; toy scale model vehicles; jigsaw puzzles; action puppets; toy plastic mini-
helmets, blow-up toys, namely, beach balls, novelty flotation devices for recreational use, specifically arm floats, swim floats, foam floats;
commemorative mascot dolls; bobble-head dolls; hand puppets; teddy bears; plastic yo-yos, action figures and accessories to be used with action
figures; marbles; kites; toy trucks; plastic toy hoops; toy model train sets; radio-operated toy vehicles; toys for pets; coin and non-coin operated
pinball machines; hand-held units for playing video games; gymnastic and sporting articles not included in other classes, namely,
commemorative sports balls with the logo of an international athletic event on them, dart board cabinets and darts, basketball backboards; golf
bag covers, shoulder strap pads for golf bags; aerodynamic discs for playing board games; archery sets; rubber and wooden sports balls; jump
ropes; athletic supporters; tennis, badminton, volley ball and goalie nets; ice-hockey sticks; iron shots specifically for use in the shot put
competition; tennis racquetball and badminton rackets; table tennis paddles; baseball and cricket bats; gymnastic equipment, namely, bottle-
shaped clubs; balloons; baseball, boxing, karate, softball and hockey gloves, bowling ball bags; fishing lures; discuses; exercise equipment,
namely, barbells and weight-lift benches; athletic equipment shaped nylon bags for carrying tennis rackets, skis and squash rackets; ice skates,
skis, snow boards and cross-country skis; curling equipment, specifically curling stones. bob sleighs, protective pads for all kinds of team sports,
specifically, football knee pads, football elbow pads, football chest pads, football shoulder pads, soccer leg pads, ice and field hockey knee pads;
protective face masks for baseball, football, ice hockey and field hockey; decorations for Christmas trees; playing cards; electric fishing floats,
devices for tying fishing lines to fishing hooks, wax applicators for skis, stationary exercise bicycles and rollers therefor,” in International Class
28.

 

In addition, the applicant’s services in International Class 35 include a wide variety services, including “ bringing together, for the benefit of
others, of a variety of goods and services, enabling customers to conveniently view and purchase those goods and services from an Internet web
site particularly specializing in the marketing of the sale of goods and services of others” and “ retail and wholesale store services, online store



services, and online ordering services featuring tires, sports goods, bicycles and parts and fittings for bicycles.”  

 

Importantly, Trademark Act Section 2(d) bars registration of an applied-for mark that is so similar to a registered mark that it is likely consumers
would be confused, mistaken, or deceived as to the commercial source of the goods and/or services of the parties.  See 15 U.S.C. §1052(d). 
Likelihood of confusion is determined on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d
1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) (called the “ du Pont factors”).   In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d
1744, 1747 (Fed. Cir. 2017).  Any evidence of record related to those factors need be considered; however, “not all of the DuPont factors are
relevant or of similar weight in every case.”   In re Guild Mortg. Co., 912 F.3d 1376, 1379, 129 USPQ2d 1160, 1162 (Fed. Cir. 2019) (quoting In
re Dixie Rests., Inc., 105 F.3d 1405, 1406, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997)).

 

Although not all du Pont factors may be relevant, there are generally two key considerations in any likelihood of confusion analysis:  (1) the
similarities between the compared marks and (2) the relatedness of the compared goods and/or services.  See In re i.am.symbolic, llc, 866 F.3d at
1322, 123 USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002));
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976) (“The fundamental inquiry mandated
by [Section] 2(d) goes to the cumulative effect of differences in the essential characteristics of the goods [or services] and differences in the
marks.”); TMEP §1207.01.  

 

Comparing the Marks

When comparing marks, “[t]he proper test is not a side-by-side comparison of the marks, but instead whether the marks are sufficiently similar
in terms of their commercial impression such that [consumers] who encounter the marks would be likely to assume a connection between the
parties.”   Cai v. Diamond Hong, Inc., 901 F.3d 1367, 1373, 127 USPQ2d 1797, 1801 (Fed. Cir. 2018) (quoting Coach Servs., Inc. v. Triumph
Learning LLC, 668 F.3d 1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012)); TMEP §1207.01(b).  The proper focus is on the recollection of
the average purchaser, who retains a general rather than specific impression of trademarks.  In re Inn at St. John’s, LLC , 126 USPQ2d 1742,
1746 (TTAB 2018) (citing In re St. Helena Hosp., 774 F.3d 747, 750-51, 113 USPQ2d 1082, 1085 (Fed. Cir. 2014); Geigy Chem. Corp. v. Atlas
Chem. Indus., Inc., 438 F.2d 1005, 1007, 169 USPQ 39, 40 (C.C.P.A. 1971)), aff’d per curiam , 777 F. App’x 516, 2019 BL 343921 (Fed. Cir.
2019); TMEP §1207.01(b).

 

Notably, adding a house mark to an otherwise confusingly similar mark will not obviate a likelihood of confusion under Section 2(d).  See In re
Fiesta Palms LLC, 85 USPQ2d 1360, 1366-67 (TTAB 2007) (finding CLUB PALMS MVP and MVP confusingly similar); In re Christian Dior,
S.A., 225 USPQ 533, 534 (TTAB 1985) (finding LE CACHET DE DIOR and CACHET confusingly similar); TMEP §1207.01(b)(iii).  It is likely
that goods and/or services sold under these marks would be attributed to the same source.  See In re Chica, Inc., 84 USPQ2d 1845, 1848-49
(TTAB 2007).  In this case, the applicant has simply added the house mark “PUMA” to the nearly identical wording in the registered marks in
order to form the proposed mark (i.e., PUMA TOKYO 2021 vs. TOKYO 2020).  Accordingly, in the present case, the marks are confusingly
similar.

 

Finally, although cited Reg. No. 5216935 contains a design element, when evaluating a composite mark consisting of words and a design, the
word portion is normally accorded greater weight because it is likely to make a greater impression upon purchasers, be remembered by them, and
be used by them to refer to or request the goods and/or services.  In re Aquitaine Wine USA, LLC, 126 USPQ2d 1181, 1184 (TTAB 2018) (citing
In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012)); TMEP §1207.01(c)(ii).  Thus, although marks must be
compared in their entireties, the word portion is often considered the dominant feature and is accorded greater weight in determining whether
marks are confusingly similar, even where the word portion has been disclaimed.  In re Viterra Inc., 671 F.3d at 1366-67, 101 USPQ2d at 1911
(citing Giant Food, Inc. v. Nation’s Foodservice, Inc. , 710 F.2d 1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)).

 

Comparing the Goods

The compared goods and/or services need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am.
Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898
(Fed. Cir. 2000); TMEP §1207.01(a)(i).  They need only be “related in some manner and/or if the circumstances surrounding their marketing are
such that they could give rise to the mistaken belief that [the goods and/or services] emanate from the same source.”   Coach Servs., Inc. v.
Triumph Learning LLC, 668 F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715,
1724 (TTAB 2007)); TMEP §1207.01(a)(i).

 

In the present case, the applicant’s various bags, clothing items and sporting goods are many cases identical to the goods listed in the cited
registrations, and are in every case highly related to the goods listed in the cited registrations.  Further, the registrant’s retail and wholesale store
services, online store services, and online ordering services feature a wide variety of goods including “sports goods.”

 

Importantly, where the goods and/or services of an applicant and registrant are “similar in kind and/or closely related,” the degree of similarity



between the marks required to support a finding of likelihood of confusion is not as great as in the case of diverse goods and/or services.  In re
J.M. Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 1354
(Fed. Cir. 2004); TMEP §1207.01(b).
 

The marks share nearly identical common wording (i.e. “TOKYO 2020” vs. “TOKYO 2021”) and create a highly similar overall commercial
impression.  The goods as listed are identical and/or highly related.  Therefore, the similarities that exist among the marks and the goods are so
great as to create a likelihood of confusion among consumers.

 

The applicant should also note the following additional ground for refusal.

 

Section 2(a) Refusal – False Suggestion of a Connection

Registration is refused because the applied-for mark consists of or includes matter that may falsely suggest a connection with the Olympics and
the United States Olympic Committee (aka USOC).  Trademark Act Section 2(a), 15 U.S.C. §1052(a).  Although PUMA SE is not connected
with the goods and/or services provided by applicant under the applied-for mark, Olympics/USOC is so well-known that consumers would
presume a connection.  See id.

 

Under Trademark Act Section 2(a), the registration of a mark that “consists of or comprises matter that may falsely suggest a connection with
persons, institutions, beliefs, or national symbols” is prohibited.   In re Pedersen, 109 USPQ2d 1185, 1188 (TTAB 2013).  To establish that an
applied-for mark falsely suggests a connection with a person or an institution, the following is required:

 

(1)       The mark sought to be registered is the same as, or a close approximation of, the name or identity previously used by another
person or institution.

 

(2)       The mark would be recognized as such, in that it points uniquely and unmistakably to that person or institution.

 

(3)       The person or institution identified in the mark is not connected with the goods sold or services performed by applicant under the
mark.

 

(4)       The fame or reputation of the named person or institution is of such a nature that a connection with such person or institution
would be presumed when applicant’s mark is used on its goods and/or services.

 

In re Pedersen, 109 USPQ2d at 1188-89; In re Jackson Int’l Trading Co. , 103 USPQ2d 1417, 1419 (TTAB 2012); TMEP §1203.03(c)(i); see
also Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ 505, 508-10 (Fed. Cir. 1983) (providing
foundational principles for the current four-part test used to determine the existence of a false connection).

 

The applicant should specifically note the In re Urbano, 51 USPQ2d 1776 (TTAB 1999) case in which the Trademark Trial and Appeal Board
held that the proposed mark SYDNEY 2000, used for advertising and business services and communication services, falsely suggests connection
with Olympic Games, since the general public would recognize phrase as referring unambiguously to Olympic Games to be held in Sydney,
Australia, in 2000 and the entire organization that comprises Olympic games qualifies as an “institution.” In this case, the use of the wording
“TOKYO 2021” contained in the proposed mark would be clearly seen by the general public as referring to the TOKYO 2020 Olympic games
that have been rescheduled to 2021 because of the Covid-19 pandemic, and thus to the widely–known organization that comprises the Olympic
games (i.e., the United States Olympic Committee). See the representative excerpts discussing the rescheduling of the Olympics to 2021 based on
the outbreak of the Covid-19 virus.  It should also be noted that the current application was filed on the same day as the announced rescheduling
of the Tokyo Olympics (i.e., March 24, 2020).  Also, see the attached Wikipedia® excerpt and web excerpt discussing the United States Olympic
Committee. The fact that the applicant’s goods include a variety of athletic and sports bags, clothing and sports and athletic equipment, etc.
serves to enhance and increase the likelihood that there would be a false connection with the Olympics, and thus the United States Olympic
Committee. In addition, no connection with the United States Olympic Committee has been established in the present record.

 

Although the applicant’s mark has been refused registration, the applicant may respond to the refusals by submitting evidence and arguments in
support of registration.  However, if the applicant responds to the refusals, the applicant must also respond to the requirements set forth below.

 

Identification of Goods (As to Certain Wording in International Class 28)



The bolded and italicized wording “badminton rackets and squash rackets and parts thereof, in particular grips, strings, grip and lead tape” in
the identification of goods is indefinite and must be clarified because the true nature of the goods is unclear.  See 37 C.F.R. §2.32(a)(6); TMEP
§1402.01.  The applicant may substitute the following wording with amended language shown in bold, if accurate: 

 

“ Balls for games, namely, basketballs, soccer balls, footballs, volleyballs, handballs, tennis balls, golf balls and table
tennis balls; shin guards for athletic use, knee guards for athletic use, elbow guards for athletic use, and ankle guards for
athletic use; gloves made specifically for use in playing sports, namely, boxing, fencing, soccer, golf and swimming; tennis
rackets, cricket bats, golf clubs, hockey sticks, table tennis rackets, badminton rackets and squash rackets and parts thereof, in
particular hand grips, strings, grip tape and lead tape in the nature of grip tape; bags for sports equipment, specially designed
for the objects to be carried therein; specially adapted bags and shaped covers for tennis rackets, table tennis rackets,
badminton rackets, squash rackets, cricket bats, golf clubs and hockey sticks; table tennis tables and nets; nets for sports; start
and finish banners for use at athletic and running events; straps and ribbons for use as athletic field markers and dividers;
banners and nets for use as athletic field dividers,” in International Class 28.

 

The applicant may amend the identification to clarify or limit the goods and/or services, but not to broaden or expand the goods and/or services
beyond those in the original application or as acceptably amended.  See 37 C.F.R. §2.71(a); TMEP §1402.06.  Generally, any deleted goods
and/or services may not later be reinserted.  See TMEP §1402.07(e).

 

For further assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable
U.S. Acceptable Identification of Goods and Services Manual.  See TMEP §1402.04.

 

How to respond.  Click to file a response to this nonfinal Office action.    

 

If the applicant has any questions or needs assistance with the present application, please telephone the assigned examining attorney.

 

 

/Jeffery C. Coward/

Trademark Examining Attorney

Law Office 106

Phone: (571) 272-9148

E-mail: jeffery.coward@uspto.gov

 

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by
the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen
circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant does not have an
attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic
applicant.  If applicant has an attorney, the response must be signed by the attorney.

 
If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 

https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
https://tmidm.uspto.gov/id-master-list-public.html
http://teas.uspto.gov/office/roa/
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-application-process/filing-online/filing-documents-during-outage
https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions
https://www.uspto.gov/trademarks-application-process/abandoned-applications
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://rdms-tmep-vip.uspto.gov/RDMS/detail/manual/TMEP/current/TMEP-600d1e2068.html
https://www.uspto.gov/trademark/contact-trademarks/other-trademark-contact-information
































































































































































































To: PUMA SE (trademark@leydig.com)

Subject: U.S. Trademark Application Serial No. 88846322 - PUMA TOKYO 2021 - 513105

Sent: April 24, 2020 03:02:03 PM

Sent As: ecom106@uspto.gov

Attachments:

 
United States Patent and Trademark Office (USPTO)

 

USPTO OFFICIAL NOTICE

 

Office Action (Official Letter) has issued

on April 24, 2020 for

U.S. Trademark Application Serial No. 88846322

 

Your trademark application has been reviewed by a trademark examining attorney.  As part of that review, the assigned attorney has
issued an official letter that you must respond to by the specified deadline or your application will be abandoned.  Please follow the
steps below.

 

(1)  Read the official letter.

 

(2)  Direct questions about the contents of the Office action to the assigned attorney below. 

 

 

/Jeffery C. Coward/

Trademark Examining Attorney

Law Office 106

Phone: (571) 272-9148

E-mail: jeffery.coward@uspto.gov

 

Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your
application, and/or whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center
(TAC).

 

(3)  Respond within 6 months (or earlier, if required in the Office action) from April 24, 2020, using the Trademark Electronic
Application System (TEAS).  The response must be received by the USPTO before midnight Eastern Time of the last day of the
response period.  See the Office action for more information about how to respond

 

 

 

GENERAL GUIDANCE
·       Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid

missing critical deadlines.
 

mailto:trademark@leydig.com
https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/view.action?sn=88846322&type=OOA&date=20200424#tdrlink
http://tsdr.uspto.gov/view.action?sn=88846322&type=OOA&date=20200424#tdrlink
https://www.uspto.gov/trademark
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/learning-and-resources/support-centers/trademark-assistance-center
https://www.uspto.gov/trademarks-application-process/check-status-view-documents
http://tsdr.uspto.gov/


·       Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your
application.

 

·       Beware of misleading notices sent by private companies about your application.  Private companies not associated with
the USPTO use public information available in trademark registrations to mail and email trademark-related offers and notices –
most of which require fees.  All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”

 

 

 

https://teas.uspto.gov/ccr/cca
https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices

