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II. A Jury Trial on Validity Should Be Held Before Proceeding, If Necessary, to a 
Bench Trial on Inequitable Conduct.  

If the Court denies Shire’s request to file for summary judgment or finds a triable dispute 
remains on inequitable conduct, such a ruling will mean the Court believes material factual 
disputes exist.  In that event, Shire is entitled to a jury trial on validity before the Court rules on 
inequitable conduct, as explained below.   

 
A. Shire Is Entitled to a Jury Trial on Validity.   

When a patentee seeks damages in a patent infringement suit (as opposed to merely 
equitable relief), the patentee is entitled to a jury trial on any validity issues raised.  See In re 
Lockwood, 50 F.3d 966, 970-71, 980 (Fed. Cir. 1995) (“Because patent validity is not purely an 
equitable issue, . . . [patentee] is entitled under the Seventh Amendment to trial by jury in this 
declaratory judgment action[.]”), vacated on other grounds, 515 U.S. 1182 (1995); see also In re 
Tech. Licensing Corp., 423 F.3d 1286, 1288-91 & n.1 (Fed. Cir. 2005) (adopting Lockwood’s 
reasoning despite vacatur); Patlex Corp. v. Mossinghoff, 758 F.2d 594, 603 (Fed. Cir. 1985) 
(“The right to a jury trial on issues of patent validity . . . is protected by the Seventh 
Amendment.”). Further, the patentee secures its right to a jury trial by making a timely demand.  
See Fed. R. Civ. P. 38(b).   

Shire filed its complaint in 2017, seeking damages and injunctive relief for infringement, 
and subsequently made a timely demand for “a jury trial on all issues so triable.”  See D.I. 18-1 
at 10-11 (Second Amended Complaint re: '111 Patent); D.I. 53 (Jury Demand).  In 2019, Shire 
filed a separate complaint against CSL seeking damages and injunctive relief for infringement of 
related patents, again demanding a jury trial “of all issues so triable.”  See D.I. 139 at 35 (Second 
Amended Complaint re: '788 and '423 Patents).  CSL has answered both complaints, asserting 
affirmative defenses and counterclaims of invalidity and inequitable conduct.  See D.I. 165-3 at 
13-17 (First Amended Answer and Counterclaims re: '111 Patent, allowed May 13, 2019); D.I. 
165-5 at 39, 41, 43, 49-51, 55 (same re: '788 and '423 Patents).  Since Shire seeks damages and 
made a timely general jury demand, its jury right applies broadly and covers CSL’s claims of 
invalidity.  See Collins v. Gov’t of V.I., 366 F.2d 279, 285 (3d Cir. 1966) (a jury demand “not 
directed to specific issues” is “deemed to cover all issues triable by a jury”); Hatzel & Buehler, 
Inc. v. Orange & Rockland Utilities, Inc., 1992 U.S. Dist. LEXIS 20013, at *73-75 (D. Del. Dec. 
14, 1992) (jury demand filed before “pleadings involving or directed to factual issues on which 
[plaintiff] seeks a jury trial” is timely); see also Patlex, 758 F.2d at 603. 

B. The Jury Must Decide Validity Before Any Bench Trial on Inequitable 
Conduct.  

Unlike validity, inequitable conduct is an equitable issue to be decided by the Court.  
Where, as here, a case has both legal and equitable issues, the Court has limited discretion to try 

                                                                                                                                                                                                

on infringement and obviousness under 35 U.S.C. § 103 as well, because no reasonable jury 
could find for CSL on these issues.  See D.I. 281; D.I. 288.  Thus, if the Court grants summary 
judgment, the only issues remaining for the jury would be (1) validity under 35 U.S.C §§ 102(g) 
and 112 and (2) damages. 
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      Respectfully, 
 
      /s/ Derek J. Fahnestock 

 
      Derek J. Fahnestock (#4705) 
 
cc: All Counsel of Record (via electronic mail) 
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